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DETAILED ACTION 

Continued Examination Under 37 CFR 1.114 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1 .1 7(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.1 14. Applicant's submission filed on 13 
November 2008 has been entered. 

Claim Status 

Claims 75-91 are pending. 
Claims 1-74 are cancelled. 

Claims 89-90 are withdrawn as being directed to a non-elected invention the 
election having been made on 24 August 2007 without traverse. 
Claims 75-88 and 91 have been examined. 
Claims 75-88 and 91 are rejected. 

Priority 

This application is the National stage filing of PCT/IL03/00544 filed on 29 June 2003 
which claims the benefit of U.S. Provisional Application No. 60/391,575 filed on 27 June 
2002 and U.S. provisional Application No. 60/417,460 filed on 10 October 2002. 
Claim Rejections - 35 USC § 103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 
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(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 
USPQ 459 (1966), that are applied for establishing a background for determining 
obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 1 03(a). 

Claims 75-88 and 91 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Gianaroli et al. (Human Reproduction, Vol. 15 No. 10, p 2241-2246, 2000), in view 
of Whisler et al. (Clinical Chemistry, Vol. 36, No9, p. 1 587-1 588, 1 990) in view of 
England (U.S. Pat 5,51 0,604) and in view of Krupa (U.S. PGPUB 2002/00931 89). 
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The claims are directed to a method of controlling the processing of components 
involved in an in vitro fertilization (IVF) in which a matching set of two or more 
components are defined; each of the components is assigned a unique machine- 
readable identification mark; providing on each component the identification mark; 
generating photographic images of the machine-readable identification mark; reading 
the identification marks of two components simultaneously to verify that the component 
belongs to the matching set. In some embodiments, the components that are marked 
are consists of holders, physician, embryos, oocytes, spermatozoa. In some 
embodiments, the matching set includes an embryo and a recipient. In some 
embodiments, the identification mark assigned to components is different. In some 
embodiments, the matching set includes a sperm and an oocyte. In some embodiments, 
a matching set corresponds to a biological entity and a holder. In some embodiments, 
an entity is within a holder and the holder is labeled. In some embodiments, the 
identification marks assigned to the components are the same. In some embodiments, 
the patient and their records are matched through the assignment of an identification 
mark. In some embodiments, the barcode is readable by scanning. In some 
embodiments, the identification mark is a barcode. In some embodiments, the 
identification mark is an image readable mark. In some embodiments, a label having the 
identification mark is affixed to a holder. 

Gianaroli et al. shows a method for controlling the processing of components 
used in in vitro fertilization. Gianaroli et al. shows that a matching set of two or more 
components is defined and that the components are assigned a unique identification (p. 
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2243, col. 1 , sect 4). Gianaroli et al. shows that unique identification mark is used to 
verify the components belong to the correct patients (2243, col. 1 , sect. 4). Gianaroli et 
al. shows an embodiment the components that are marked are consists of holders, 
physician, embryos, oocytes, and spermatozoa (p. 2243, col. 1 -2244, col. 1). Gianaroli 
et al. shows in an embodiment, that the identification mark assigned to components is 
different (p. 2244, col. 1 , sect. 7.2). Gianaroli et al. shows in an embodiment that the 
matched set is an embryo and a recipient (p. 2245, col. 1-2). Gianaroli et al. shows in an 
embodiment that the matching set includes a sperm and an oocyte (p. 2243, col. 1 , 
sect. 4). Gianaroli et al. shows an embodiment in which an entity is within a holder and 
the holder is labeled, reading on the embodiments of at least an entity is within a holder, 
where the holder is labeled with identification mark and a matching set corresponding to 
a biological entity and a holder (p. 2245, col.2, sect. 12.6). Gianaroli et al. shows that 
the identification marks assigned to the components are the same (2243, col. 1 , sect. 
4). Gianaroli et al. shows an embodiment in which the patient and their records are 
matched through the assignment of an identification mark (p. 2241, col. 2 sect 2). 

Gianaroli et al. does not show that the unique identification is machine-readable. 

Whisler et al. shows use of machine-readable identification marks and shows the 
identification marks are used to control the automatic processing of medical specimens. 
Whisler et al. shows that the machine-readable identification mark is a barcode (p. 
1588, col. 1). Whisler et al. shows that bar-coding is highly accurate and machine- 
readable information is more reliable than manually entered data (p. 1588, col. 2). 
Whisler et al. shows that the barcode is readable by scanning (p. 1588, col. 2). Whisler 
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et al. shows the identification mark is an image readable mark (p. 1588, figure 1). 
Whisler et al. shows that a label having the barcode is affixed to a specimen tube label 
(p. 1588, col. 2). 

England shows that barcodes can be read by imaging. England shows that 
barcodes are photographically imaged by scanning to "lift" the image via a video camera 
(col. 3, line 50-54). England shows that the scanned image is stored (col. 5 line 17-20). 
England shows the process of scanning and storage of barcode images has the 
advantage providing the capability of being archived and used in auditing (col. 1 , line 
61-62). 

Krupa shows that barcodes can be read simultaneously. Krupa shows that a 
matched pair of components with associated barcodes or machine-readable 
identification marks is simultaneously read by a barcode reader [0042]. Krupa shows 
that by reading the barcodes simultaneously, it is possible to verify the correspondence 
of the data encoded by the barcode to the components [0042]. Krupa shows if the data 
of the barcode does not match the components, a correction is made before the 
process is continued [0049]. Krupa shows the advantage verifying the correspondence 
of bar-coded data to the components is that it is useful for quality control and inventory 
[0015]. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to modify procedures of processing IVF components of Gianaroli et 
al. with the use of barcodes in medical specimen processing of Whisler et al. because 
Whisler et al. shows that bar-coding is highly accurate and machine-readable 
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information is more reliable than manually entered data. It would have been further 
obvious to modify the method of Gianaroli et al. in view of Whisler for computer tracking 
of In Vitro Fertilization (IVF) procedures and components using barcodes with the 
imaging of barcodes of England because England shows barcode imaging has the 
advantage of providing the capability of being archived and used in auditing. It would 
have been further obvious to modify the method of Gianaroli et al. in view of Whisler for 
computer tracking of IVF procedures and components using barcodes by imaging more 
than one component simultaneously as Krupa because Krupa shows that by imaging 
more than one barcode simultaneously provides the advantage of allowing one to verify 
the correspondence of the bar-coded data with the components which is useful to the 
auditing process of quality control and inventory. The combinations of Whisler et al. with 
England and Krupa flow logically from each other. Where Whisler et al. shows the 
benefits to record keeping and sample tracking in the medical laboratory setting, 
England and Krupa show that the barcode imaging and simultaneous reading of more 
than one barcode in the medical setting provide the ability to maintain correspondence 
between paired components by auditing and archiving to maintain quality control and 
inventory. It would have been further obvious to modify the method for good practice of 
IVF of Gianaroli et al. with the automation and bar-coding of Whisler et al., the barcode 
photographic imaging of England and the simultaneous reading of barcodes of Krupa 
because a method of enhancing the processing of IVF components through the 
application of automation and bar-coding was made part of the ordinary capabilities of 
one skilled in the art based upon the teaching of such improvement in the medical 
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laboratory and pharmacy. One of ordinary skill in the art would have been capable of 
applying this known method of enhancement to the processing of IVF components 
through the application of automation and bar-coding in the prior art and the results 
would have been predictable to one of ordinary skill in the art. 

Response to Arguments 
Applicant's arguments filed 13 November 2008 have been fully considered but 
they are not persuasive. Applicant argues that the combination of Gianaroli et al. in view 
of Whisler et al. fails to teach or suggest the photographic imaging of barcodes and 
reading more than one barcode simultaneously. The argument is not persuasive 
because the rejection modified shows the elements of photographic imaging of 
barcodes and reading more than one barcode simultaneously. Specifically, England 
shows that barcodes can be photographically imaged. Whereas, Krupa shows that 
multiple barcodes can be read simultaneously. The combinations of Whisler et al. with 
England and Krupa flow logically from each other. Where Whisler et al. shows the 
benefits to record keeping and sample tracking in the medical laboratory setting, 
England and Krupa show that the barcode imaging and simultaneous reading of more 
than one barcode in the medical setting provide the ability to maintain correspondence 
between paired components by auditing and archiving to maintain quality control and 
inventory. The rejection is maintained. 



Conclusion 
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Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to KARLHEINZ R. SKOWRONEK whose telephone 
number is (571)272-9047. The examiner can normally be reached on 8:00am-5:00pm 
Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Marjorie Moran can be reached on (571) 272-0720. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/KARLHEINZ R SKOWRONEK/ 
Examiner, Art Unit 1631 

18 February 2009 



